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Mail Stop Petition 
Commissioner For Patents 
P.O. Box 1450 
Alexandria, VA 22313 



PETITION FOR WITHDRAWAL 



OCT 18 2004 



OF NOTICE OF ABANDONMENT UNDER 37 CFR 1.181 



Sir: 

Applicants petition under 37 CFR § 1.181(a) to request withdrawal of the holding of 
abandonment dated September 21, 2004 based on the enclosed evidence that the reply was timely 
mailed and return of the application to the examiner for further examination. MPEP 
71 1 .03(c)(1)(C). This petition does not require a fee because the Applicants assert and the Examiner 
has agreed that the Notice of Abandonment was issued improperly. MPEP 711 .03(c)(1). 
The relevant events leading to this petition are as follows: 
March 16, 2004: The Examiner issued a first Office Action. See Exhibit A. 



September 16, 2004: 



Applicants timely responded to the first office action by mailing a 
response and a petition for a three-month extension of time with the 
requisite fee via U.S. mail with a certificate of first class mailing 
under 37 C.F.R. § 1.8. See Exhibit B. The undersigned representative 
attests based on personal knowledge that the aforementioned mailing 
was timely. A true copy of the return postcard indicates that the 
Office properly received the response on September 20, 2004. See 
Exhibit C. 
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September 21, 2004: Mail date of Notice of Abandonment. See Exhibit D. 

September 24, 2004: Applicants received the Notice of Abandonment. 

September 27, 2004: The undersigned representative attempted to contact the Examiner 

regarding this issue and left a message on the Examiner's voicemail. 

September 28, 2004: The undersigned representative discussed the Notice of Abandonment 

with the Examiner by telephone. The Examiner acknowledged that 
Applicant's response dated September 16, 2004 was received, see 
Exhibit E, and that he issued the Notice of Abandonment prematurely 
on Saturday, September 18, 2004. 

Accordingly, Applicants request that their response to the Official Action dated 
March 16, 2004 be accorded the date it was properly transmitted and received, namely 
September 16, 2004, pursuant to the certificate of mailing rule, 37 C.F.R. § 1.8(b), and that the notice 
of abandonment be withdrawn. Applicants further requests that any reduction in patent term be 
adjusted to reflect the timely filing of the response to the office action. 

Please apply any charges or credits to the account of the undersigned, Deposit Account No. 
50-1721. 

Respectfiilly submitted. 



Robert P. Smith 
Reg. No.: 48,680 

KIRKPATRICK & LOCKHART, LLP 
75 State Street 

Boston, Massachusetts 02109 
Tel.: (617) 261-3100 
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Please find below and/or attached an Office communication concerning this application or proceeding. 
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Office Action Sum 




Application No. 

09/745.769 



xaminer 

Donald L. Champagne 



Applicant(s) 
DUNN ET AL 



Art Unit 

3622 



- The MAILING DATE of this coi 
Period for Reply 



spears on the cover sheet with the correspondence address - 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 , 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 



Status 



1 )S Responsive to communication(s) filed on 09 July 2001 . 
2a)n This action is FINAL. 2b)S This action is non-finaL 

3)n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 



is/are withdrawn from consideration. 



Disposition of Claims 

4) ^ Claim(s) 1-39 is/are pending in the application. 

4a) Of the above claim(s) 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1:39 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)13 The drawing{s) filed on 22 December 2000 is/are: a)IEI accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held In abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 
2,n Certified copies of the priority documents have been received in Application No 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 
3) ^ Infonnation Disdosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mall Date 1. 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infomnal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 6 
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Claim Rejections - 35 USC § 103 



DETAILED ACTION 



T The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-39 are rejected under 35 U.S.C. 103(a) as being obvious over Kanter in view of 
Egendorf. 

3. Kanter teaches a method, system and machine-readable medium which stores a method, 
the method comprising: determining if a third party participant referred a buyer of a service, 
which reads on a good not requiring physical delivery, to a sponsoring company seWer of the 
service, and issuing credit and awards to the participants based on sales made, which reads 
on apportioning revenue from sale of the service between the seller and the third party (col. 
16 line 62 to col. 17 line 2). 

4. Kanter does not teach an online buyer and seller. Egendorf teaches an online buyer and 
seller (col. 1 lines 54-60). Because Kanter teaches a system applicable to any buyer and 
seller, and Egendorf teaches a new business opportunity for many buyers and sellers, it 
would have been obvious to one of ordinary skill in the art, at the time of the invention, to 
add the teachings of Egendorf to those of Kanter. 

5. All the remaining claim limitations are taught by or obvious from the references. Note in 
particular that Kanter teaches a multilevel marketing system, where each participant can be 
a seller as well as a buyer, and can be a fourth party, etc. 



6. COPY of REFERENCES - Applicant is entitled to receive a copy of every reference cited by 
the examiner (except at allowance; MPEP 707.05(a)). Applicant should contact the 
examiner if a completed form PTO-892 is enclosed, but the cited references are not. 



Conclusion 
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7. Any inquiry concerning this communication or earlier communications from tiie examiner 
should be directed to Donald L Champagne whose telephone number is 703-308-3331. The 
examiner can normally be reached from 6:30 AM to 5 PM ET, Monday to Thursday. The 
examiner can also be contacted by e-mail at donald.champaqne(a)uspto.aov . and informal 
fax communications (i.e., communications not to be made of record) may be sent directly to 
the examiner at 703-746-5536. 

8. The examiner's supervisor, Eric Stamber, can be reached on 703-305-8469. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872- 
9306. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-306-5771. 

9. ABANDONMENT - If examiner cannot by telephone verify applicant's intent to continue 
prosecution, the application is subject to abandonment six months after mailing of the last 
Office action. The agent, attorney or applicant point of contact is responsible for assuring 
that the Office has their telephone number. Agents and attorneys may verify their 
registration information including telephone number at the Office's web site, www.uspto.qov . 
At the top of the home page, click on Site Index. Then click on Agent & Attorney Roster in 
the alphabetic list, and search for your registration by your name or number. 



5 March 2004 




Donald L. Champagne 

Examiner 
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In response to the Office action mailed March 16, 2004, please amend the above- 
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Amendment to the Claims 

1. (original) A method comprising: 

determining if a third party referred an online buyer of a good not requiring physical 
delivery to an online seller of the good not requiring physical delivery; and 

apportioning revenue from sale of the good not requiring physical delivery between the 
online seller and, if a third party referred the onhne buyer to the online seller, to the third party. 

2. (original) The method of claim 1 in which the determining is performed 
automatically. 

3. (original) The method of claim 1 in which the apportioning is performed 
automatically. 

4. (original) The method of claim 1 further comprising registering the third party 
with the online seller as eligible to receive a portion of revenues from goods not requiring 
physical delivery sold by the online seller to an online buyer who navigated across a network to 
the online seller via the third party. 

5. (original) The method of claim 1 further comprising determining if a fourth party 
referred the third party to the online seller and if so, apportioning revenue from the sale of the 
good not requiring physical deUvery between the online seller and, if the third party referred the 
onhne buyer to the online seller, to the third party and to the fourth party. 
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6. (original) The method of claim 1 further comprising delivering the good not 
requiring physical delivery to the online buyer after confirming payment for the good not 
requiring physical deUvery. 

7. (original) The method of claim 1 in which the revenue is apportioned between the 
third party and the online seller in accordance with predetermined percentages. 

8. (original) The method of claim 7 in which the revenue is also apportioned in 
accordance with predetermined percentages to a fourth party responsible for performing the 
determining and the apportioning. 

9. (original) The method of claim 1 in which the online buyer purchases the good not 
requiring physical delivery over the Internet. 

10. (original) The method of claim 1 in which the good not requiring physical 
delivery includes a subscription to a web site. 

11. (original) The method of clahn 1 in which the good not requiring physical 
delivery includes a donation. 

12. (original) The method of claim 1 in which the good not requiring physical 
delivery includes an electronic fUe deliverable over a network that the online buyer used in 
purchasing the good not requiring physical delivery from the onhne seller. 

13. (original) The method of claim 1 further comprismg providing data online 
regardiag the sale of the good not requiring physical deUvery. 

14. (original) The method of claim 13 in which access to the online data is secure. 
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15. (original) The method of claim 13 in which the data includes how the revenue is 
apportioned between the third party and the online seller in accordance with predetermined 
percentages. 

16. (original) The method of claim 1 further comprising providing the onhne seller 
with resources on a network on which to sell the good nor requiring physical delivery. 

17. (original) The mediod of claim 1 further comprising determining which of a 
pluraUty of third parties associated with the onUne seller is the third party that referred the onhne 
buyer to the online seller. 

18. (original) An article comprising a machine-readable medium which stores 
machine-executable instructions, the instructions causing a machine to; 

determine if a third party referred an online buyer of a good not requiring physical 
dehvery to an online seller of the good not requiring physical delivery; and 

apportion revenue from sale of the good not requiring physical delivery between the 
onhne seUer and, if a third party referred the onhne buyer to the online seller, to the third party. 

19. (original) The article of claim 18 in which the determining is performed 
automatically. 

20. (original) The article of claim 18 in which the apportioning is performed 
automatically. 

21. (original) The article of claim 18 further causing a machine to register the third 
party with the onhne seller as eligible to receive a portion of revenues from goods not requiring 
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physical delivery sold by the online seller to an online buyer who navigated across a network to 
the online seller via the third party. 

22. (original) The article of claim 18 further causing a machine to determine if a 
fourth party referred the third party to the online seller and if so, apportioning revenue from the 
sale of the good not requiring physical delivery between the online seller, and, if the third party 
referred the online buyer to the online seller, to the third party and to the fourth party. 

23. (original) The article of claim 18 further causing a machine to deliver the good not 
requiring physical delivery to the online buyer after confirming payment for the good not 
requiring physical delivery. 

24. (original) The article of claim 18 in which the revenue is apportioned between the 
third party and the online seller in accordance with predetermined percentages. 

25. (original) The article of claim 24 in which the revenue is also apportioned in 
accordance with predetermined percentages to a fourth party responsible for performing the 
determining and the apportioning. 

26. (original) The article of claim 18 in which the online buyer purchases the good not 
requiring physical delivery over the Internet. 

27. (original) The article of claim 18 in which the good not requiring physical delivery 
includes a subscription to a web site. 

28. (original) The article of claim 18 in which the good not requiring physical delivery 
includes a donation. 
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29. (original) The article of claim 18 in which the good not requiring physical delivery 
includes an electronic file deliverable over a network that the online buyer used in purchasing the 
good not requiring physical deUvery from the online seller. 

30. (original) The article of claim 18 further causing a machine to provide data onhne 
regarding the sale of the good not requiring physical delivery. 

31. (original) The article of claim 30 in which access to the online data is secure. 

32. (original) The article of claim 30 in which the data includes how the revenue is 
apportioned between the third party and the onhne seller in accordance with predetermined 
percentages. 

33. (original) The article of claim 18 further causing a machine to providing the 
online seller with resources on a network on which to sell the good not requiring physical 
delivery, 

34. (original) The article of claim 18 further causing a machine to determine which of 
a plurality of third parties associated with the online seller is the third party that referred the 
onhne buyer to the online seller. 

35. (original) A system comprising: 

a first mechanism configured to connect to a public network and to enable a buyer to 
purchase a good not requiring physical delivery over the public network from a seller; and 

a second mechanism configured to connect to the public network, to confirm payment for 
the good not requiring physical deUvery before the good not requiring physical deUvery is 
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delivered to the buyer, and to apportion the payment between the seller and a third party that 
referred the buyer to the seller via the public network. 

36- (original) The system of claim 35 in which the second mechanism automatically 
confirms the payment. 

37. (original) The system of claim 35 in which the second mechanism automatically 
apportions the payment. 

38. (original) A method comprising: 
registering an online seller of a good with an entity; 

registering a third party with the entity as eligible to receive a portion of revenues from 
sales of the good sold by the online seller to an online buyer who navigated across a network to 
the online seller via the third party; 

automatically determining if the third party referred die online buyer of the good to the 
online seller of the good; 

automatically apportioning revenue from sale of the good between the online seller and, if 
a third party referred the online buyer to the online seller, to the third party according to a 
predetermined payment structure; 

automatically determining if a fourth party referred the third party to the online seller and 
if so, automatically apportioning revenue from the sale of the good between the online seller and, 
if the third party referred the online buyer to the online seller, to the third party and to the fourth 
party according to a predetermined payment structure; and 
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automatically providing data online regarding the sale of the good to the online seller, to 
the third party if the third party referred the online buyer to the online seller, and the fourth party 
if the fourth party referred tht third party to the online seller. 

39. (original) The method of claim 38 in which the good includes a good not requuing 
physical delivery. 
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Remarks 

Independent claims 1,18, 35, and 38 have been rejected as unpatentable under 35 U.S.C. 
§ 103(a) over U.S. Patent No. 5,537,314 to Kanter ("Kanter") and U.S. Patent No. 5,794,221 to 
Egendorf ("Egendorf Applicant respectfully traverses this rejection. 

Independent claims 1,18, 35, and 38 recite, inter alia, determining if a third party 
referred an online buyer to an online seller (hereafter, "online referral feature"). Independent 
claims 1,18, 35, and 38 are patentable over Kanter and Egendorf because neither of these 
references, either alone or in combination, shows or suggests a system or method for 
determining, in an online context, if a third party referred a buyer to a seller. Applicants 
acknowledge the Examiner's statement on page 2 of the Official Action that Kanter does not 
teach an online buyer and seller. Egendorf does not teach any system or method for determining 
if a third party referred a buyer to a seller, whether online or not. Therefore, even if Kanter and 
Egendorf were combined as suggested by the Examiner (assuming these references could be 
combined as suggested by the Examiner, which Applicants do not admit), the online referral 
feature of claims 1, 18, 35, and 38 is missing and thus is not suggested or taught by these 
references. 

Additionally, even if Kanter and Egendorf could be combined (which Applicants do not 
admit), the Examiner has not established a prima facie case of obviousness because the Official 
Action fails to identify any teaching, suggestion, or motivation in the prior art, either implicitly or 
explicitly, that would cause one to make the proposed modification. The Examiner's reliance on 
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level of skill in the art to provide the suggestion cannot support a prima facie case. M.P.E.P. § 
2143.01. Indeed, Kanter would have deterred one of ordinary skill from using the Egendorf 
patent teachings because, on one hand, Kanter aimed to eliminate barriers for consumers to 
participate in the program while, on the other hand, Egendorf inherently limits participation to a 
service provider's subscribers. See e.g., Kanter, col., 13, lines 45-48 (The "advantages of my 
invention are ... to provide an incentive award program which eliminates the need for applicants 
to be approved by a lending institution in order to participate in the program.")- Because the 
Examiner has not (and cannot) identify any teaching, suggestion, or motivation in the prior art 
diat would cause one to make the proposed modification. Applicants request that the rejection be 
withdrawn. 

Dependent claims 2-17, 19-34, 36-37 and 39 depend either directly or indirectly from 
independent claims 1,18, 35, and 38, and thus contain all of the limitations thereof. Therefore, 
these dependent claims are patentable over Kanter and Egendorf for the reasons set forth above 
with respect to claims 1,18, 35, and 38. 
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Summary 

Applicants submit that all of the claims are now in condition for allowance, which action 
is requested. If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to Deposit Account No. 50-1721. 

Respectfully submitted, 

Robert P. Smith 
Reg. No.: 48,680 

KIRKPATRICK & LOCKHART LLP 

75 State Street Boston, Massachusetts 02109 

Tel.: (617) 261-3100 
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This application Is abandoned in view of: 

1. S Applicant's failure to tinnely file a proper reply to the Office letter nnalled on 16 March 2004 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on , but It does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection. 

(A proper reply under 37 CFR 1.1 13 to a final rejection consists only of: (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) ^ No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 118(d), is $ . 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3. n Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 

Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 



4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1.34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 

7. □ The reason(s) below: 

A voice mail inquiry as to the status of this case was left for atty. Jeffrey L. Snow at 617-261-3100 on 16 September 
2004, but no response was received. 



Donald L Champagne 
Primary Examiner 
Art Unit: 3622 

Petitions to revive under 37 CFR 1 .1 37(a) or (b)Tor requests to withSraWiti<laoldiri^of abandonment under 37 CFR 1 .1 81 , should be promptly filed to 
minimize any negative effects on patent term. 
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